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- The MAIUNG DATE of this communication appears on tho cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 23 June 2005 , 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under £x parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

Q)M Claim(s) 1-20 is/are rejected. 
?)□ Clalm(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: 3)0 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet{s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomri PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0. 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
" See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments, see pages 7-9, filed 6/23/2005, with respect to the rejection(s)of 
claim(s) 5 and 14 (now incorporated into corresponding claims 1 and 1 1) under 35 USC 102 
have been fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon fiirther consideration, a new ground(s) of rejection is made in view of Brown et 
al (2003/0114139). 

Claim Rejections - 35 USC §112 

2. Claims 19-20 are rejected under 35 U.S. C. 112, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the apphcation was filed, had possession of the claimed 
invention. Claims 19 and 20 claimed the reverse sequence of the originally presented claims 1 
and 1 1 that involved consulting the called party list prior to consuhing the calling party list. It is 
acknowledged that contents of the claims 19 and 20 are disclosed. However, the inventive steps 
of the claims 19-20 were not disclosed in the specification. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitied to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published \inder Article 21(2) of such treaty in the English language. 



Application/Control Number: 10/789,048 
Art Unit: 2643 



Page 3 



4. Claims 1-3, 6-12 and 15-18 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Brown et al (2003/01 14139). 

Consider claim 1, Brown et al teach a method comprising the steps of: connecting a call 
between a calling party and called party (see H 0139-0140); consulting a calling party billing list 
(i.e., profile 51 and 53) to determining whether the calling party has authorized alterative billing 
treatment for the call (see U 0115-01 17); and if the calling party has authorized alterative billing 
treatment, generating a billing record to bill the calling party according to the alternative billing 
treatment (see U 0098); if the calling party has not authorized alternative billing treatment: 
consulting a called party billing list (i.e., profile 54 and 56) to determining whether the called 
party has authorized alternative billing treatment for the call (see H 0123-0124); and if the called 
party has authorized alternative billing treatment, generating a billing record to bill the called 
party according to the alternative billing treatment (see H 0125-0127). 

Consider claim 2, Brown et al teach the method further conprising, if the calling party 
has authorized altemative billing treatment; sending a message to one or both of the caUing party 
and called party indicating that the calling party is being billed for the call according to the 
altemative billing treatment (see H 0099), 

Consider claim 3, Brown et al teach wherein the call comprises a wireless call having a 
plurality of call legs, the alternative billing treatment comprising an authorization to charge one 
or more of airtime minutes and monetary charges for each of the call legs to the calling party (see 
H 0082,0098). 

Consider claim 6, Brown et al teach the method further conprising, if the called party has 
authorized akemative billing treatment: sending a message to one or both of the calling party and 
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called party indicating that the called party is being billed for the call according to the alternative 
billing treatment (see H 0099). 

Consider claim 7, Brown et al did not suggest wherein the call con^rises a wireless call 
having a plurality of call legs, the alternative billing treatment comprising an authorization to 
charge one or more of airtime minutes and monetary charges for each of the call legs to the 
called party (see H 0082, 0135). 

Consider claim 8, Brown et al teach wherein the call comprises a wireline call (see ^ 
0082, 0084), the altemative billing treatment comprising an authorization to bill monetary 
charges associated with the wireline call to the called party (see T| 0125). 

Consider claim 9, Brown et al teach wherein the step of consulting the called party billing 
list comprises: identifying a directory number associated with the calling party, defining a calling 
party directory number; determining if the calling party directory number is present in the called 
party billing Ust, a presence of the calling party directory number in the called party billing list 
indicating that the called party has authorized alternative billing treatment (see H 0134, 0135). 

Consider claim 10, Brown et al teach the method further con5)rising, if the calling party 
has not authorized altemative billing treatment, generating a billing record for the call according 
to customary practice (see H 0125). 

Consider claim 11, Brown et al teach a method comprising the steps of: receiving billing 
information associated with a call between a calling party and called party (see T| 0125,0139- 
0140); consulting a calling party billing list to determining whether the calling party has 
authorized alternative billing treatment for the call (see 1} 01 15-01 17); and if the calling party has 
authorized altemative billing treatment, generating a billing record to bill the calling party 
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according to the alternative billing treatment (see ^ 0098); if the calling party has not authorized 
alternative billing treatment: consulting a called party billing hst to determining whether the 
called party has authorized altemative billing treatment for the call (see H 0123-0124); and if the 
called party has authorized altemative billing treatment, generating a billing record to bill the 
called party according to the altemative billing treatment (see f 0125-0127). 

Consider claim 12, Brown et al teach wherein the call comprises a wireless call having a 
plurality of call legs, the altemative billing treatment comprising an authorization to charge one 
or more of airtime minutes and monetary charges for each of the call legs to the calling party (see 
H 0082,0098). 

Consider claim 15, Brown et al did not suggest wherein the call con5)rises a wireless call 
having a plurality of call legs, the altemative billing treatment comprising an authorization to 
charge one or more of airtime minutes and monetary charges for each of the call legs to the 
called party see If 0082, 0135). 

Consider claim 16, Brown et al teach wherein the call comprises a wireline call (see ^ 
0082, 0084), the altemative billing treatment comprising an authorization to bill monetary 
charges associated with the wireline call to the called party (see f 0125). 

Consider claim 17, Brown et al teach wherein the step of consulting the called party 
billing list comprises: identifying a directory number associated with the calling party, defining a 
calling party directory number; determining if the calling party directory number is present in the 
called party billing list, a presence of the calling party directory number in the called party 
billing list indicating that the called party has authorized altemative billing treatment (see If 0134, 
0135). 
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Consider claim 18, Brown et al teach the method further comprising, if the calling party 
has not authorized alternative billing treatment, generating a billing record for the call according 
to customary practice (see 1} 0125). 

Claim Rejections - 35 USC§103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 4 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Brown et 
al (2003/01 14139) in view of Rosinski et al (5,381,467). 

Consider claims 4 and 13, Brown et al suggest wherein the step of consulting the calling 
party billing list comprises; identifying the called party (i.e., recipients); determining if the called 
party is present in the calling party billing list, a presence of the called party in the calling party 
billing list indicating that the calling party has authorized alternative billing treatment (see T| 
0126). Brown et al did not suggest identifying the directory number associated with the called 
party in the billing list to indicating that the calling party has authorized alternative billing 
treatment. However, Rosinski et al suggested such (col. 7 hues 7-18). Therefore, it would have 
been obvious to one of the ordinary skill in the art at the time the invention was made to 
incorporate the teaching of Rosinski et al into view of Brown et al in order to determine billing 
preference for a particular call. 
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Conclusion 



7. The prior art made of record and not relied upon is considered pertinent to applicant's 
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